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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)H Responsive to communication(s) filed on 18 May 2005 . 
2a)S This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) D Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) ^ Claim(s) 1^5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 05 July 2001 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments, see page 6, lines 5-6, filed 18 May 
2005, with respect to the abstract have been fully considered 
and are persuasive. The objection to the abstract listed in 
item 1 of the previous office action, dated 08 February 2005, 
has been withdrawn. 

2. Applicant's arguments filed 18 May 2005 have been fully 
considered but they are not persuasive. 

Regarding page 6, lines 13-33: Applicant is relying upon 
Applicant's general impression and opinion of the references 
cited in the previous office action, dated 08 February 2005, and 
has not substantively addressed the prior art rejections that 
were made therein. Further, by merely describing aspects of the 
present specification and not addressing the actual language of 
the present claims. Applicant has not addressed why Applicant 
believes the present claims patentably distinguish over the 
prior art. Applicant's arguments fail to comply with 37 
CFR 1.111(b) because they amount to a general allegation that 
the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably 
distinguishes them from the references. 

Regarding page 6, line 33 to page 7, line 3: Applicant 
merely alleges that a few of the limitations recited in claim 1 
of the present application are not taught by Stokes (US Patent 
6,345,128 Bl) . First, Applicant alleges that "Stokes does not 
provide a plurality of exposure correcting transforms." 
Examiner has admitted such on page 3, lines 22-24 of said 
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previous office action. Examiner has relied upon Beretta (US 
Patent 5,901,243) to teach providing a plurality of exposure 
correcting transforms. The teachings from Beretta, along with 
exactly how the teachings of Beretta are combined with Stokes, 
are discussed in detail on page 3, line 25 to page 4, line 10 of 
said previous office action. 

Second, Applicant states that "Stokes does not select the 
best transform for each particular image from the plurality of 
transforms." This language is not found in the present claims. 
The only limitation that is remotely similar to Applicant's 
alleged claim language is "determining from the printed 
plurality of images the most satisfying printed image to the 
user which corresponds a particular transform to be used to make 
visual images from the digital image", which is found in claim 
1. Similar language is found in claims 2 and 4. This 
limitation is clearly found in Stokes, as demonstrated on page 
3, lines 17-21 (with regard to claim 1); page 4, line 29 to page 
5, line 3 (with regard to claim 2) ; and page 7, lines 8-12 (with 
regard to claim 4) of said previous office action. Applicant 
has not even attempted to address the rejections given therein 
or attempted to demonstrate why Applicant believes the cited 
portions of Stokes do not teach "determining from the printed 
plurality of images the most satisfying printed image to the 
user which corresponds a particular transform to be used to make 
visual images from the digital image", as specifically recited 
in claim 1. Thus, Applicant's arguments fail to comply with 37 
CFR 1.111(b) because they amount to a general allegation that 
the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably 
distinguishes them from the references. 
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Regarding page 7, lines 4-15: Beretta has not been relied 
upon to teach each and every limitation of the present claims. 
Applicant is again attempting to argue alleged differences 
between the present specification and one of the cited 
references. The relevant teaching found in Beretta (for claim 
1, since Applicant has not cited any actual claim language) is 
given on page 3, lines 25-28 of said previous office action. 
Furthermore, Applicant states that "Applicants fail to see how 
Beretta could even be combined with Stokes and if they were 
combined fails to see what the output would be. Clearly, there 
is no suggestion or motivation for the present invention in 
either of these references." Applicant is respectfully directed 
to page 3, line 29 to page 4, line 10 (for claim 1); page 6, 
lines 3-13 (for claim 2); and page 8, lines 12-25 of said 
previous office action which presents in detail how Beretta is 
combined with the other cited references. Again, Applicant has 
not even attempted to address the issues raised by Examiner in 
said previous office action or even address the present claim 
language, but merely alleges that the references do not teach 
the present invention. Furthermore, the mere fact that the 
Applicants fail to see what the output would be if the teachings 
of Beretta were combined with Stokes is irrelevant, especially 
given that Applicants have neither addressed the actual 
rejections, nor given any substantive reason why Beretta is not 
combinable with Stokes. Thus, Applicant's arguments fail to 
comply with 37 CFR 1.111(b) because they amount to a general 
allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims 
patentably distinguishes them from the references. 
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Regarding page 7, lines 16-24: Here again, Applicants 
state that they "can find no motivation for the combination of 
Shalit [US Patent 6,345,128 Bl] or any of the other references 
taken singly or in combination . " Again, Applicant does not even 
attempt to address the rejections given in said previous office 
action or the language of the present claims, but merely alleges 
the patentability of the present application. The teaching 
relied upon in Shalit, along with a detailed discussion of the 
proper motivation to combine Shalit with Stokes is given on page 
5, lines 9-25 of said previous office action. Again, 
Applicant's arguments fail to comply with 37 CFR 1.111(b) 
because they amount to a general allegation that the claims 
define a patentable invention without specifically pointing out 
how the language of the claims patentably distinguishes them 
from the references. 

Regarding page 7, lines 25-33: Here again, Applicants have 
not even attempted to address the prior art rejections given in 
said previous office action. The teachings relied upon in 
Gilman (US Patent 5,913,014), along with a detailed discussion 
of the motivation to combine Gilman with the other cited 
references, is given in detail on page 9 of said previous office 
action. Again, Applicant's arguments fail to comply with 37 
CFR 1.111(b) because they amount to a general allegation that 
the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably 
distinguishes them from the references. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claim 1 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stokes (US Patent 6,345,128 Bl) in view of 
Beretta (US Patent 5,901,243). 

Regarding claim 1: Stokes discloses providing a plurality 
of tone scale correcting transforms (figure 1(104) and column 3, 
lines 31-36 of Stokes), each such transform being unique to an 
exposure condition (column 5, lines 35-39 and lines 42-45 of 
Stokes) and which corrects tone scale for a digital image 
captured by an image capture device (column 2, lines 53-55 and 
lines 60-63 of Stokes) for such unique exposure conditions 
(column 3, lines 15-20 of Stokes) and to be printed by the 
printer (column 2, lines 55-59 of Stokes) ; applying the 
plurality of transforms to the digital image (figure 1(106) and 
column 4, lines 33-37 of Stokes) and printing (column 2, lines 
55-57 of Stokes) a plurality of images corresponding to the 
digital image on which the transforms were applied (column 4, 
lines 37-39 of Stokes) ; and determining from the printed 
plurality of images the most satisfying printed image to the 
user (column 6, lines 7-12 of Stokes) which corresponds to a 
particular transform to be used to make visual images from the 
digital image (column 7, lines 21-27 of Stokes) . 
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Stokes does not disclose expressly providing a plurality of 
exposure correcting transforms which correct exposure for the 
captured digital image. 

Beretta discloses iteratively computing exposure and tone 
scale correcting transforms ("tone reproduction curves") which 
correct exposure for a captured digital image (column 3, lines 
55-64 of Beretta) . 

Stokes and Beretta are combinable because they are from the 
same field of endeavor, namely tone correction for digital image 
data. At the time of the invention, it would have been obvious 
to a person of ordinary skill in the art to iteratively compute 
both exposure and tone scale correcting transforms, as taught by 
Beretta, in the method taught by Stokes. The motivation for 
doing so would have been that exposure is another attribute that 
can be adjusted to further improve the resultant image and 
exposure can be controlled independently of the tone 
reproduction (column 3, lines 1-5 of Beretta) . Therefore, it 
would have been obvious to combine Beretta with Stokes to obtain 
the invention as specified in claim 1. 

5. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stokes (US Patent 6,345,128 Bl) in view of 
Shalit (US Patent 5,345,315) and Beretta (US Patent 5,901,243). 

Regarding claim 2: Stokes discloses providing a plurality 
of tone scale correcting transforms (figure 1(104) and column 3, 
lines 31-36 of Stokes) , each such transform being unique to an 
exposure condition (column 5, lines 35-39 and lines 42-45 of 
Stokes) and which corrects tone scale for a digital image 
captured by an image capture device (column 2, lines 53-55 and 
lines 60-63 of Stokes) for such unique exposure conditions 
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(column 3, lines 15-20 of Stokes) and to be printed by the 
printer (column 2, lines 55-59 of Stokes) ; applying the 
plurality of transforms to the digital image (figure 1(106) and 
column 4, lines 33-37 of Stokes) and printing on a particular 
printer (column 2, lines 55-57 of Stokes) such plurality of 
visual digital images corresponding to the digital image on 
which the transforms were applied (column 4, lines 37-39 of 
Stokes) ; and determining from the printed plurality of images 
the most satisfying printed image to the user (column 6, lines 
7-12 of Stokes) which corresponds to a particular transform to 
be used to make visual images from the digital image (column 7, 
lines 21-27 of Stokes) . 

Stokes does not disclose expressly producing a plurality of 
visual digital images on a display so that the user can 
correlate the difference between display and printed images; and 
providing a plurality of exposure correcting transforms which 
correct exposure for the captured digital image, 

Shalit discloses displaying a visual digital image on a 
display (column 7, lines 36-41 of Shalit) so that the difference 
between the image on the display and the printed image can be 
correlated (column 7, lines 45-48 of Shalit) . 

Stokes and Shalit are combinable because they are from the 
same field of endeavor, namely tone correction for digital image 
data. At the time of the invention, it would have been obvious 
to a person of ordinary skill in the art to display the 
plurality of digital images taught by Stokes on a display so 
that the difference between the image on the display and the 
printed image can be correlated, as taught by Shalit, by the 
user performing the overall method. The motivation for doing so 
would have been to ensure that the tone reproduction curve is 
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such that the printed output is the same as the image that a 
user would see displayed on a monitor (column 6, lines 34-37 of 
Shalit) . Therefore, it would have been obvious to combine 
Shalit with Stokes. 

Stokes in view of Shalit does not disclose expressly 
providing a plurality of exposure correcting transforms which 
correct exposure for the captured digital image. 

Beretta discloses iteratively computing exposure and tone 
scale correcting transforms ("tone reproduction curves") which 
correct exposure for a captured digital image (column 3, lines 
55-64 of Beretta) . 

Stokes in view of Shalit is combinable with Beretta because 
they are from the same field of endeavor, namely tone correction 
for digital image data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to 
iteratively compute both exposure and tone scale correcting 
transforms, as taught by Beretta, in the method taught by Stokes 
in view of Shalit. The motivation for doing so would have been 
that exposure is another attribute that can be adjusted to 
further improve the resultant image and exposure can be 
controlled independently of the tone reproduction (column 3, 
lines 1-5 of Beretta) . Therefore, it would have been obvious to 
combine Beretta with Stokes in view of Shalit to obtain the 
invention as specified in claim 2. 

Regarding claim 3: Stokes discloses that the particular 
transform is used to make one or more printed images using the 
particular transform of the selected digital images (column 2, 
lines 55-59 of Stokes) . Since the end user is the purchaser of 
the printing device which incorporates the selected transform 
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(column 2, lines 55-59 of Stokes), one or more printed image are 
therefore made using said transform. 

Regarding claim 4: Stokes discloses providing a plurality 
of tone scale correcting transforms (figure 1(104) and column 3, 
lines 31-36 of Stokes) , wherein said transforms are nonlinear 
(column 3, lines 52-67 of Stokes) , each such nonlinear transform 
being unique to an exposure condition (column 5, lines 35-39 and 
lines 42-45 of Stokes) and which corrects tone scale for a 
digital image captured by an image capture device (column 2, 
lines 53-55 and lines 60-63 of Stokes) for such unique exposure 
conditions (column 3, lines 15-20 of Stokes) and to be printed 
by the printer (column 2, lines 55-59 of Stokes) ; applying the 
plurality of nonlinear transforms to the digital image (figure 1 
(106) and column 4, lines 33-37 of Stokes) and printing on a 
particular printer (column 2, lines 55-57 of Stokes) such 
plurality of visual digital images corresponding to the digital 
image on which the nonlinear transforms were applied (column 4, 
lines 37-39 of Stokes) ; and determining the most satisfying 
printed image to the user (column 6, lines 7-12 of Stokes) which 
corresponds to a particular nonlinear transform to be used to 
make visual images from the digital image (column 7, lines 21-27 
of Stokes) . 

Stokes does not disclose expressly producing a plurality of 
visual digital images on a display so that the user can 
correlate the difference between display and printed images; and 
providing a plurality of exposure correcting transforms which 
correct exposure for the captured digital image. 

Shalit discloses displaying a visual digital image on a 
display (column 7, lines 36-41 of Shalit) so that the difference 
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between the image on the display and the printed image can be 
correlated (column 7, lines 45-48 of Shalit) . 

Stokes and Shalit are combinable because they are from the 
same field of endeavor, namely tone correction for digital image 
data. At the time of the invention, it would have been obvious 
to a person of ordinary skill in the art to display the 
plurality of digital images taught by Stokes on a display so 
that the difference between the image on the display and the 
printed image can be correlated, as taught by Shalit, by the 
user performing the overall method. The motivation for doing so 
would have been to ensure that the tone reproduction curve is 
such that the printed output is the same as the image that a 
user would see displayed on a monitor (column 6, lines 34-37 of 
Shalit) . Therefore, it would have been obvious to combine 
Shalit with Stokes. 

Stokes in view of Shalit does not disclose expressly 
providing a plurality of exposure correcting transforms which 
correct exposure for the captured digital image. 

Beretta discloses iteratively computing exposure and tone 
scale correcting transforms ("tone reproduction curves") which 
correct exposure for a captured digital image (column 3, lines 
55-64 of Beretta) . 

Stokes in view of Shalit is combinable with Beretta because 
they are from the same field of endeavor, namely tone correction 
for digital image data. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to 
iteratively compute both exposure and tone scale correcting 
transforms, as taught by Beretta, in the method taught by Stokes 
in view of Shalit, said transforms being nonlinear, as taught by 
Stokes. The motivation for doing so would have been that 
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exposure is another attribute that can be adjusted to further 
improve the resultant image and exposure can be controlled 
independently of the tone reproduction (column 3, lines 1-5 of 
Beretta) . Therefore, it would have been obvious to combine 
Beretta with Stokes in view of Shalit to obtain the invention as 
specified in claim 4. 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stokes (US Patent 6,345,128 Bl) in view of 
Shalit (US Patent 5,345,315), Beretta (US Patent 5,901,243), and 
Gilman (US Patent 5,913,014). 

Regarding claim 5: Stokes in view of Shalit and Beretta 
does not disclose expressly that the image capture device is a 
digital camera and the medium is a photographic silver halide 
element, ink jet receiver, or thermal print medium. 

Gilman discloses an image capture device that is a digital 
camera (column 3, lines 11-13 of Gilman) , and a medium that is a 
photographic silver halide element, ink jet receiver, or thermal 
print medium (column 3, lines 16-19 of Gilman) . 

Stokes in view of Shalit and Beretta is combinable with 
Gilman because they are from the same field of endeavor, namely 
digital image transforms. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art 
to specifically use a digital camera to capture the image and 
either a photographic silver halide element, an ink jet 
receiver, or a thermal print medium as the output hard copy 
medium, as taught by Gilman. The suggestion for doing so would 
have been that a digital camera is a common device for capturing 
images and photographic silver halide elements, ink jet 
receivers, and thermal print media are common media upon which 
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hard copies of images can be printed. Therefore, it would have 
been obvious to combine Gilman with Stokes in view of Shalit and 
Beretta to obtain the invention as specified in claim 5. 

Conclusion 

7. THIS ACTION IS MADE FINAL, Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to James A. 
Thompson whose telephone number is 571-272-7441. The examiner 
can normally be reached on 8 : 30AM-5 : 00PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, David K. Moore can be 
reached on 571-272-7437. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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